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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-15, 17 and 18, which
constitute all the clains in the application.

The di scl osed invention pertains to a nmethod and
apparatus for electronically generating, storing and retrieving
airline ticket agency coupon dat a.

Representative claim1l is reproduced as foll ows:

1. A nmethod for electronically generating, storing, and

retrieving airline ticket agency coupon data, conprising the
steps of:
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generating agent coupon data simnultaneously with the
printing of an airline ticket;

transmtting and storing said agent coupon data
el ectronically to and in data storage appar at us;

provi di ng each agent coupon data with an identifier;

storing said agent coupon data in a
director/directory/image file arrangenent; and

retrieving said electronically stored agent coupon
data and printing the sanme in the format of an agent coupon.

The exam ner relies on the follow ng references:
| ndustry Agents’ Handbook (1 AH), Section 70.0 (2000 Ed.).

Prior art submitted by appellant relating to events involving
Airlines Reporting Corporation, collectively referred to as ARC.

Clains 1-15, 17 and 18 stand rejected under 35 U S. C
8§ 103(a) as being unpatentable over the prior art submtted by
appel  ant which has collectively been | abel ed ARC. The basis for
this rejection was quoted froma prior Board decision in making a
new ground of rejection against the clains in a prior appeal of

this application (Appeal No. 2004-2110, nuiled January 25, 2005).

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answer for the

respective details thereof.
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OPI NI ON

We have carefully considered the subject matter on
appeal , the rejection advanced by the exam ner and the evi dence
relied upon by the exam ner as support for the rejection. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, the appellant’s argunents set forth in the
briefs along with the examner’s rationale in support of the
rejection and argunents in rebuttal set forth in the examner’s
answer .

It is our view, after consideration of the record before
us, that the evidence relied upon does support the rejection of
the clains under 35 U.S.C. § 103(a). Accordingly, we affirm

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966). The exam ner nust articul ate
reasons for the examner’s decision. |In re Lee, 277 F.3d 1338,
1342, 61 USPQR2d 1430, 1434 (Fed. Cir. 2002). In particular, the
exam ner nust show that there is a teaching, notivation, or

suggestion of a notivation to conbine references relied on as
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evi dence of obviousness. 1d. 277 F.3d at 1343, 61 USPQRd at
1433-34. The exam ner cannot sinply reach concl usions based on

t he exam ner’s own understandi ng or experience - or on his or her
assessnent of what woul d be basic know edge or commobn sense.

Rat her, the exam ner nust point to sone concrete evidence in the

record in support of these findings. In re Zurko, 258 F.3d 1379,

1386, 59 USPQR2d 1693, 1697 (Fed. Cir. 2001). Thus the exam ner
must not only assure that the requisite findings are made, based
on evidence of record, but nust also explain the reasoning by

whi ch the findings are deened to support the exam ner’s
conclusion. However, a suggestion, teaching, or notivation to
conbine the relevant prior art teachings does not have to be
found explicitly in the prior art, as the teaching, notivation,

or suggestion may be inplicit fromthe prior art as a whol e,
rather than expressly stated in the references. The test for an
inplicit showing is what the conbined teachi ngs, know edge of one
of ordinary skill in the art, and the nature of the problemto be
sol ved as a whol e woul d have suggested to those of ordinary skil

inthe art. 1In re Kahn, 441 F.3d 977, 987-88, 78 USPQd 1329,

1336 (Fed. Cir. 2006) citing In re Kotzab, 217 F. 3d 1365, 1370,

55 USPQ2d 1313, 1316-17 (Fed. Gr. 2000). See also Inre

Thrift, 298 F. 3d 1357, 1363, 63 USPQ2d 2002, 2008 (Fed. Cr

2002). These show ngs by the exam ner are an essential part of
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conplying with the burden of presenting a prinma facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cr. 1992). If that burden is net, the burden

then shifts to the applicant to overcone the prima facie case

w th argunment and/or evidence. Oobviousness is then determ ned on
the basis of the evidence as a whole and the relative

per suasi veness of the argunents. See Id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re PiasecKi

745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984): and In

re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

Only those argunents actually nmade by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
consi dered and are deened to be waived [see 37 CFR

8§ 41.37(c)(1)(vii)(2004)].

As noted above, the basis for the examner’s rejection is
the sane as was set forth in the previous decision by the Board
in this application. Wth respect to independent clains 1 and
15, which are the only clains argued by appellant in the briefs,

appel l ant essentially nmakes the foll ow ng argunents:

1) The exam ner and the Board m sconstrued the teachings

of ARC with respect to the storing of an image of the agent
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coupon and the storing of agent coupon data. Specifically,
appel l ant argues that ARC only discloses that the image of the
agent coupon is stored, and not that the agent coupon data should
be optically stored.

2) An image is not data and data is not an inmage, as the
wor ds are commonly used.

3) The finding of obviousness based on facsimle
transm ssion i s erroneous because facsimle transm ssion invol ves
transm ssion of an image rather than data.

4) The finding of obviousness based on nultinedi a network
transm ssions is erroneous because the prior art would still not
teach the step of generating the agent coupon data as cl ai ned.

5) IAH conpletely prohibits the storage of data so that
the portion of IAH cited by the exam ner should be interpreted to
mean that the copying of an inmage of the coupon to an el ectronic
storage device i s prohibited.

6) The exam ner has failed to establish a prima facie

case of obviousness.

7) ARC teaches away fromthe clainmed i nvention because
ARC wanted the i mage of the agent coupon to be stored and does
not want the agent coupon data to be stored.

The exam ner responds that appellant’s argunents in the

brief were already considered by the Board in the previous
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decision. The exam ner also notes that appellant’s own
specification states that data can include image format data and
that claim 1l stores agent coupon data in an imge file
arrangenent. The exam ner asserts that the term “agent coupon
data” is being given its broadest reasonable interpretation as
required during patent prosecution. The exam ner al so responds
that the preclusion of electronic storage by ARC does not teach
away fromthe clainmed invention because ARC is sinply noting
known al ternative storage devices which they find unacceptable

[ answer, pages 4-8].

Appel I ant responds that | AH teaches that all supporting
docunents nust be copied to mcrofiche filmor to a non-nmagnetic
optical nmedium and that copying is not the sanme as storing
because copying requires the presence of a physical docunent.
Appel l ant notes that the clainmed invention does not involve
copyi ng. Appellant also responds that the distinction between
i mge and data was not addressed. Appellant reiterates that
facsimle transm ssion or a nultinedia network transm ssion does
not transmt data which is then reconstructed as an i mage, but
instead, transmts an imge. Appellant also disputes the
exam ner’ s suggestion that appellant’s specification states that
an i mage of an agent coupon and agent coupon data are the sane

thing [reply brief, pages 3-6].
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W w il sustain the examner’'s rejection of clains 1-15,
17, and 18. W first wish to address an apparent
m sunder st andi ng of the rejection by appellant. The rejection is
based on the finding that ARC teaches the clained invention
except for the storing of agent coupon data in an electronic
form |In other words, the Board found that ARC teaches the
storage of agent coupon data in optical form \Wen an airline
ticket is printed for a custoner, the data associated with that
ti cket must have been sinmultaneously generated in order to print
the airline ticket. ARC allows an agent coupon that is
representative of that transaction to be stored as an opti cal
i mge of the transaction. That optical imge contains data that
can be used to verify the details of the transaction. It is
simlar to a bank checking account statenment that includes inmages
of the checks handl ed rather than the cancell ed checks
t henmsel ves. The imges of the cancell ed checks include data,
such as payee and anount of the check, so that the account hol der
can verify the statement. In other words, although the data for
the checks is in the formof optical imges of the checks, these
i mages, neverthel ess, convey data about the checks. |In the sane
manner, the inmages of the agent coupon, that are taught by ARC,
al so convey data about the transaction. Therefore, the point of

the rejection was that it would have been obvious to the artisan
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to store the agent coupon data electronically in view of the fact
that ARC al ready taught that the coupon data could be stored in
imge form Thus, appellant’s argunment that there is a

di fference between image and data fundanental |y m sunder st ands
that an i mage can al so convey dat a.

Al t hough ARC precludes the electronic storage of the
agent coupon data, this is not the type of disclosure that
constitutes a teaching away. The concept of teaching away refers
to a teaching that would I ead the artisan to believe that the
path taken woul d not be technically or operationally feasible.
The teaching in ARC against el ectronic storage has nothing to do
with technical or operational feasibility. ARC wanted an i nage
of the agent coupon to replace the physical version of the agent
coupon already in use. |In other words, ARC wanted sonet hi ng they
could still look at in the sanme manner as a physical agent
coupon. The standard set forth by ARC, however, has nothing to
do with obviousness under 35 U S.C. § 103. In fact, we agree
with the exam ner that ARC teaches that it was known that the
agent coupon data could be stored electronically, but that such
storage woul d not be acceptable for their purposes. Thus, ARC
specifically recogni zed that the agent coupon data could be
stored electronically, but ARC chose not to permt this form of

verification of the ticket information.
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Even though ARC teaches that the agent coupon data coul d
be stored electronically even though such storage would not be in
conpliance with their rules, we made reference to facsimle
transm ssion and nultinmedia transm ssion to support our finding
that it was conventional in the art to transmt inmage data in
el ectronic formfor subsequent conversion back into i mage data.
We sinply do not agree with appellant’s argunent that facsimle
transm ssion or multinmedia transm ssion of inages is image data
rather than electronic data. |In such conmunications, the imges
are converted to electronic signals which are reassenbled into
i mges after they are received. Since the inmages convey data
regarding the airline ticket, the electronic formof the imge
al so conveys data. Therefore, we still find that the inmage of
t he agent coupon represents data so that the el ectronic version
of the imge al so represents data.

As noted above, our position is nothing nore than a
conclusion that it would have been obvious to the artisan to
store the agent coupon image data as taught by ARC as el ectronic
dat a because ARC recogni zed that such inage data could al so be
stored electronically and because the artisan was famliar with
converting image data into electronic data as required by

facsimle and nmultinedia transmn ssi on.
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In summary, we have sustained the examiner’s rejection of
the clains on appeal. Therefore, the decision of the exam ner

rejecting clains 1-15, 17 and 18 is affirnmed.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a) (1) (iv).

AFFI RVED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT
JERRY SM TH APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge
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